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DETAILED ACTION 

Claims 1-4, 6-8, 12-14 and 16-19 are currently pending in the instant application. 
Claims 1-3, 6-8, 12, 13 and 16-18 are rejected and claims 4, 14, and 19 are objected in 
this Office Action. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on September 
30, 2009 has been entered. 

I. Response to Arguments/Remarks 

Applicants have filed a RCE on September 30, 2009 with an IDS which contained 
a copending application that claims similar compounds as the instant claims and will be 
used in an ODP rejection which will be discussed in further detail below. 

II. Information Disclosure Statement 

The information disclosure statement (IDS) submitted on September 30, 2009 is 
in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information 
disclosure statement has been considered by the examiner. 
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III. Rejection(s) 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-3, 6-8, 12, 13 and 16-18 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-8 and 10-20 of 
copending US application 10/551 ,783. This is a provisional obviousness-type double 
patenting rejection. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because: 
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Applicants' elected subject matter is a compound of formula 
wherein all variables are as defined in claim 1 . 

Determininp the Scope and Content of the Copending Application 
Claim 1 of the copending application claims a compound of the formula 




, wherein X is halogen, cyano, nitro, S(0) n R 6 or C^alkyl which is 



substituted by one or more halogen atoms; Y is selected from hydrogen, halogen, CN, 
nitro, S0 2 R 3 , OR 4 , SR 4 , SOR 3 , SO z NR 4 R 5 , CONR 4 R 5 , NR 4 R 5 , NR 6 S0 2 R 3 , NR 6 CO z R 6 , 
NR 6 COR 3 , C2-C6 alkenyl, C2-C6 alkynyl, C3-C7 cycloalkyl or C1-6alkyl, the latter four 
groups being optionally substituted by one or more substituents independently selected 
from halogen, OR 6 and NR 6 R 7 , S(0) n R 6 ; n is 0, 1 or 2; Z is aryl or a ring A, where A is a 
six membered heterocyclic aromatic ring containing one or more nitrogen atoms or may 
be a 6,6 or 6,5 fused bicycle containing one or more O, N, S atoms, the aryl or A rings 
all being optionally substituted by one or more substituents independently selected from 
from hydrogen, halogen, CN, OH, SH, nitro, COR 9 , C0 2 R6, S0 2 R 9 , OR 9 , SR 9 , SOR 9 , 




x 
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SO 2 NR 10 R 11 , CONR 10 R 11 , NR 10 R 11 , NHS0 2 R 9 , NR 9 S0 2 R 9 , NR 6 C0 2 R 6 , NHCOR 9 , 
NR 9 COR 9 , NR 6 CONR 4 R 5 , NR 6 S0 2 NR 4 R 5 , aryl, heteroaryl, C2-C6 alkenyl, C2-C6 
alkynyl, C3-C7 cycloalkyl or Cl-6alkyl, the latter four groups being optionally substituted 
by one or more substituents independently selected from halogen, C3-C7 cycloalkyl, 
OR 6 , NR 6 R 7 , S(0) n R 6 , CONR 6 R 7 , NR 6 COR 7 , S0 2 NR 6 R 7 and NR 6 S0 2 R 7 ; R 1 and R 2 
independently represent a hydrogen atom, halogen, C2-C6 alkenyl, 
C2-C6 alkynyl, C3-C7 cycloalkyl or a C1-6alkyl group, the latter four groups being 
optionally substituted by one or more substituents independently selected from halogen, 
C3-C7 cycloalkyl, NR 6 R 7 , OR 6 , S(0) n R 6 ; 
or 

R 1 and R 2 together can form a 3-8 membered ring optionally containing one or more 
atoms 

selected from O, S, NR 6 and itself optionally substituted by one or more CI-C3 alkyl or 
halogen; 

R 3 represents C3-C7 cycloalkyl or Cl-6alkyl which may be optionally substituted by one 
or more 

substituents independently selected from halogen, C3-C7 cycloalkyl, OR 6 and NR 6 R 7 , 
S(0) n R 6 , NR 6 COR 7 ,S0 2 NR 6 R 7 and NR 6 S0 2 R 7 ; 

R 4 and R 5 independently represent hydrogen, C3-C7 cycloalkyl or Cl-6alkyl, the latter 
two groups 

being optionally substituted by one or more substituents independently selected from 
halogen, 
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C3-C7 cycloalkyl, OR 6 and NR 6 R 7 , S(0) n R 6 , NR 6 COR 7 ,S0 2 NR 6 R 7 and NR 6 S0 2 R 7 ; 
or 

R 4 and R 5 together with the nitrogen atom to which they are attached can form a 3-8 

membered saturated heterocylic ring optionally containing one or more atoms selected 

from O, S(0) n , NR 8 , and itself optionally substituted by halogen or C1-3 alkyl; 

R 6 and R 7 independently represents a hydrogen atom or C1-C6 alkyl; 

R 8 is hydrogen, C1-4 alkyl, -COCI-C4 alkyl, C0 2 CI-C4alkyl or CONR 6 CI-C4alkyl; 

R 9 represents aryl, heteroaryl, C3-C7 cycloalkyl or Cl.6alkyl, the latter two groups may 

be optionally substituted by one or more substituents independently selected from 

halogen, C3-C7 cycloalkyl, aryl, heteroaryl, OR 6 and NR 6 R 7 , S(0) n R 6 , 

NR 6 COR 7 , S0 2 NR 6 R 7 and NR 6 S0 2 R 7 , 

R 10 and R 11 independently represent aryl or heteroaryl, hydrogen, C3-C7 cycloalkyl or 
Cl-6alkyl, the latter two groups being optionally substituted by one or more substituents 
independently selected from halogen, C3-C7 cycloalkyl, aryl, heteroaryl, OR 6 and 
NR 6 R 7 , S(0) n R 6 , NR 6 COR 7 , S0 2 NR 6 R 7 and NR 6 S0 2 R 7 ; 
or 

R 10 and R 11 together with the nitrogen atom to which they are attached can form a 3-8 
membered saturated heterocylic ring optionally containing one or more atoms selected 
from O, S(0) n , NR 8 , and itself optionally substituted by halogen or CI-C3 alkyl. 

The copending application claims various species in claim 8 such as [[5-Chloro- 
4'-(ethylsulfonyl)-6-methyl[1 ,1 '-biphenyl]-2-yl]oxy]acetic acid. 
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Ascertaining the Differences Between the Instant Application and the Copending 
Application 

The difference between the instant compounds and the compounds in the 
copending application is the placement of the substituents (variables X and Y) on the 
ring system. 



Finding Prima Facie Obviousness 




Applicants' are claiming compounds of the formula x wherein X 

can be C1-6 alkyl wherein all other variables are as defined in claim 1 . The copending 
application claims similar compounds wherein the Ci- 6 alkyl is in a different position on 
the phenyl ring (i.e, 6-position) in claim 1 of the copending application and claims 
specific compounds in claim 8 such as [[5-Chloro-4'-(ethylsulfonyl)-6-methyl[1,1'- 
biphenyl]-2-yl]oxy]acetic acid. For example, the compound [[5-Chloro-4'-(ethylsulfonyl)- 
6-methyl[1 ,1 '-biphenyl]-2-yl]oxy]acetic acid only differs from the instant compounds 
because the methyl group is at the six position instead of the 5-position (variable X) and 
the chloro group is at the 5-position instead of the 6-position (Y variable). It was 
established in In re Jones . 162 F. 2d 638, 74 USPQ 152 (CCPA 1947), that compounds 



Application/Control Number: 10/552,082 Page 8 

Art Unit: 1626 

which differ only in the placement of substituents in a ring system is not patentable 
absent unexpected results. Therefore, it would have been obvious for one of ordinary 
skill in the art to prepare similar compounds as claimed in the copending application by 
modifying the placement of the substituents on the phenyl ring with a reasonable 
expectation of success. Therefore, the instant claims are rejected under obvious double 
patenting. 

IV. Objections 

Dependent Claim Objections 
Dependent Claims 4, 14, and 19 are objected to as being dependent upon a 
rejected based claim. To overcome this objection, Applicant should rewrite said claims 
in an independent form and include the limitations of the base claim and any intervening 
claim. 

V. Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Shawquia Young whose telephone number is 571- 
272-9043. The examiner can normally be reached on 7:00 AM-3:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
/Shawquia Young/ 
Examiner, Art Unit 1626 



